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Office Action Summary 



Appllcant(s) 
LUGMAIR ET AL 



1 M Responsive to communication(s) filed on 07/16/03 (a continuation of 09mm fifi.Q) 
2a)Q This action is FINAL. 2b)EI This action is non-final. 

3) D Since this application is in condition for allowance except for formal matters, prosecution as to the merits is 

closed in accordance with the practice under Ex parte Quayle, 1935 CD. 11,453 O.G. 213. 
Disposition of Claims 

4) I3 Claim(s) M9 is/are pending in the application. 

4a) Of the above claim(s) is/are withdrawn from consideration. 

5) Q Claim(s) is/are allowed. 

6M Claim(s) i!9 is/are rejected. 

7) D Claim(s) is/are objected to. 

8) Q Claim(s) are subject to restriction and/or election requirement. 

Application Papers 

9) D The specification is objected to by the Examiner. 

10)E The drawing(s) filed on 16 July 2003 is/are: a)D accepted or b)Q objected to by the Examiner. 
Applicant may not request that any objection to the drawing(s) be held in abeyance. See 37 CFR 1.85(a). 
Replacement drawing sheet(s) including the correction is required if the drawing(s) is objected to. See 37 CFR 1.121(d). 
1 1 )□ The oath or declaration is objected to by the Examiner. Note the attached Office Action or form PTO-152. 
Priority under 35 U.S.C. § 119 

12)D Acknowledgment is made of a claim for foreign priority under 35 U.S C § 1 19(a)-(d) or (f) 
a)D All b)D Some *c)D None of: 

1 .□ Certified copies of the priority documents have been received. 

2. D Certified copies of the priority documents have been received in Application No. . 

3. D Copies of the certified copies of the priority documents have been received in this National Stage 
application from the International Bureau (PCT Rule 1 7.2(a)). 



su (PCT Rule 17.2(a)). 
* See the attached detailed Office action for a list of the certified copies not received. 



□ Notice of References Cited (PTO-892) 4) Q lnle(v)ew Summary (pT&413) 

bw (PTO-948) Paper No(s)/Mail Date. . 

™ Stetemant(s) (PTO-1449 or PTO/SB/OB) 5) □ Notice of Informal Patent Application (PTO-152) 



Application/Control Number: 10/621,188 
Art Unit: 1754 

DETAILED ACTION 

Claim Objections 

1 . Claim 1 is objected to because of the following informalities: 
In step(b), "carrier should be -carriers-. 
Appropriate correction is required. 



Claim Rejections - 35 USC §112 (Second Paragraph) 

2. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1-6 are rejected under 35 U.S.C. 112, second paragraph, as being 
indefinite for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. 

A. Claim 1 recites the limitation "said liquid medium" in step(c). There is insufficient 
antecedent basis for this limitation in the claim. 

B. Claim 4 recites the limitation "the composition" in line 1 . There is insufficient 
antecedent basis for this limitation in the claim. 



DouWe Patenting 

4. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. See In re Goodman 1 1 
F.3d 1046, 29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887 225 ' 
USPQ 645 (Fed. Cir. 1985); In re Van Ornum, 686 F.2d 937 214 USPQ761 (CCPA 
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A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) may be 
used to overcome an actual or provisional rejection based on a nonstatutory double 
patenting ground provided the conflicting application or patent is shown to be commonly 
owned with this application. See 37 CFR 1.130(b). «*"muiiiy 

Effective January 1 , 1994, a registered attorney or agent of record may siqn a 
37 CFR 3 l 73(b) mer ' A diSC ' aimer si9ned by the assi 9 nee must full V comply with 

5. Claims 1-12 are rejected under the judicially created doctrine of obviousness- 
type double patenting as being unpatentable over claims 1,3-7, 25-26, 29, 36, & 40-41 
of U.S. Patent No. 6,627,571 B1 (hereinafter Pat '571). Although the conflicting claims 
are not identical, they are not patentably distinct from each other because: 

It appears that the only difference between the claimed method and the method 
disclosed in Pat '571 is the limitation "said liquid suspension further including at least 
one agent to alter its viscosity, surface or wetting characteristics and facilitate handling" 
(see Pat '571 , claim 1 , step(a)). It is inherent that instantly claimed method would 
include this limitation due to the open phrase "comprising" in the instant claim 1. 

There is no patentable distinction seen between the claimed method and the 
method as disclosed in Pat '571 . 



Allowable Subject Matter 

6. Claims 1 3-1 9 are not being rejected under the art rejection because they contain 
allowable subject matter. The following is a statement of reasons for the indication of 
allowable subject matter: 

The prior art does not disclose or fairly suggest a method of forming an array of 
supported catalyst candicate materials requiring a combination of step(a) thru step(f) as 
specified in claim 13. 
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There is no motivation to combine the teachings of the references together. 
Citations 

7. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. As set forth in the parent application. 

Conclusion 

8. Claims 1-19 are originally pending in the application. Claims 1-12 are rejected. 
Claims 13-19 are allowed. 

9. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Examiner Cam Nguyen, whose telephone number is 
(571) 272-1357. The examiner can normally be reached on M-F from 9:30 am. to 6:00 
pm. 

The appropriate fax phone number for the organization where this application or 
proceeding is assigned is (703) 872-9306. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to telephone number (571) 272-1700. 




Cam Nguyen 



Nguyen/cnn 



Primary Examiner 



June 5, 2004 
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